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DETAILED ACTION 



In view of the request for a pre-appeal conference filed on May 8, 2006, 
PROSECUTION IS HEREBY REOPENED. New grounds of rejection are set forth 
below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



Kimberly Williams. 
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Claim Objections 

Claim 15 is objected to because of the following informalities: It appears that 
claim 15 was improperly claimed as depending from claim 5 rather than claim 14. The 
examiner conducted an infonnal telephonic interview on August 7, 2006 with James 
LaBarre (28632) and he Infonned me that claim 15 was intended to depend from claim 
14. The examiner is now rejecting claim 15 as dependent from claim 14. Appropriate 
correction Is required. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 2, 4, 5, 7, 8, 10, 11, 13 and 14 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Ryan et al. (US 7061636) in view of Hansen (6509974). 

Regarding claim 1 , Ryan teaches: 

A printing system comprising a print server and printer, as well as an off-line 
finishing device (fig 5, print monitor controller (PMC) #1 00 as server, printing devices 
#201, #202, and #203, for example, with offline finishing devices #42, #45, and #46 of 
fig 3, wherein the print server (operation occurs in PMC) includes: 

First memory means for storing specifications of the printer and of the finishing 
device as well as infonnation regarding options installed thereon (col 12, In 26-31, 
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wherein memory is inherent to store input printer capabilities and assembler/finisher 
capabilities); 

Receiving means for receiving data pertaining to a job ticket that includes at least 
finishing specifics for printing to be executed (col 12, In 32-37, wherein data is received 
with print parameters and finishing attributes); 

Sorting means for, based on the information regarding the specifications and 
installed options that is stored in the first memory means, separating the finishing 
specifics included in the job ticket received by the receiving means into those to be 
performed by the printer and those to be performed by the finishing device (col 19, In 9- 
19, for example, wherein job attributes are used to sort printer and finisher capabilities 
to generate a list of all possible specific paths, i.e. to separate the finishing specifics into 
those to be performed by the printer and those to be performed by the finishing device); 

Setting means for setting, in the printer, the parameters for the finishing specifics 
separated as by the sorting means and assigned to the printer (fig 5, and col 1 3, In 46- 
50, wherein printer #202 and finishing module #202a are integrated. Job tickets with 
finishing functions such as collation, stapling, and simple binding may be performed by 
printer #202, and the job parameters are set in the printer for the required job. Offline 
assembler/finishing modules #403 receive a separate job ticket from the finishing 
control module #700 in fig 5. Thus, finishing specifics are sorted and separated into 
those to be perfonned by respective devices); and 

Creating means for creating data for a finishing device job ticket that includes the 
finishing specifics separated by the sorting means and assigned to the finishing device 
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(col 12, In 41-62, wherein finishing specifics are separated by PMC and a finishing 
device job ticket (Virtual finishing job ticket VFJT #1 02) is created, while sorted and 
separated print job ticket (Virtual printing job ticket VPJT #101) is created for a printer). 

Ryan does not disclose expressly a printing system including an online client, 
while also not expressly disclosing receiving data pertaining to a job ticket from a client. 
Hansen, however, teaches an online client (Hansen, fig la, client PC in the print shop 
client) sending data to a server pertaining to a job ticket (jobs received by a print server 
contain "flags/attributes," column 18, lines 29-35, which specify production output device 
instructions and parameters, as well as other finishing steps which may or not be 
automated, column 11, lines 64-67 and column 12, lines 1 and 2. Also see fig la, 
wherein client PC submits order to print shop) 

Ryan and Hansen are combinable because they are from a similar field of 
endeavor of printing and finishing with job tickets. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the client PC of 
Hansen with the system of Ryan comprising a server that comprises memory means, 
receiving means, sorting means, setting means, and creating means. The suggestion 
for doing so was given by Ryan in col 12, In 32-33, wherein print files are received from 
an external source, and fig 5, wherein document creating application #1 submits a job. 
Additionally, it is well known in the art to use a client in a printing system to submit a job 
to a server. Therefore, it would have been obvious to combine Hansen with Ryan to 
obtain the invention as specified in claim 1 . 
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Regarding claim 2, which depends from claim 1, the combination of Ryan and 
Hansen teaches a printing system wherein the print server further includes transmitting 
means for transmitting to the printer the data pertaining to the finishing device job ticket 
created by the creating means so as to print the finishing device job ticket (Ryan, col 14, 
In 19-64, wherein Job Segment Identifiers JSI are printed (In 31-32). JSI comprise 
finishing job specifics, i.e. a finishing device job ticket. Also see col 15, In 2-9). 

Claim 4 recites identical features as claim 1 except claim 4 is an apparatus claim. 
Thus, arguments similar to that presented above for claim 1 are equally applicable to 
claim 4. Additionally see Ryan, fig 1 for Production Monitor Controller PMC #100. 

Claim 5 recites identical features as claim 2 except claim 5 is an apparatus claim. 
Thus, arguments similar to that presented above for claim 2 are equally applicable to 
claim 5. 

Claim 7 recites identical features as claim 1 except claim 7 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 1 
are equally applicable to claim 7 because without a computer readable medium to store 
a program that makes it possible for the apparatus to operate, the apparatus taught by 
Ryan and cited the rejection for claim 1 could not function. Additionally see Hansen, 
column 8, lines 47-58 and column 7, lines 20-24 for a computer program and medium 
disclosed. 

Claim 8 recites identical features as claim 2 except claim 8 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 2 
are equally applicable to claim 8. 
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Claim 10 recites similar features as claim 1 except claim 10 is broader in the 
scope of the claim. Thus, arguments similar to that presented above for claim 1 are 
equally applicable to claim 10. A memory and processor are inherent to the operation 
of the system as taught by Ryan and Hansen. 

Claim 1 1 recites similar features as claim 2 except claim 1 1 is broader in the 
scope of the claim. Thus, arguments similar to that presented above for claim 2 are 
equally applicable to claim 1 1 . 

Claim 13 recites similar features as claim 1 except claim 13 is broader in the 
scope of the claim. Thus, arguments similar to that presented above for claim 1 are 
equally applicable to claim 13. A memory and processor are inherent to the operation 
of the system as taught by Ryan and Hansen. 

Claim 14 recites similar features as claim 2 except claim 14 is broader in the 
scope of the claim. Thus, arguments similar to that presented above for claim 2 are 
equally applicable to claim 14. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 3, 6, 9, 12 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ryan in view of Hansen and further in view of Jeyaohandran et al. 
(US 6567176). 

Regarding claim 3, which depends from claim 2, the combination of Ryan and 
Hansen teaches a printing system comprising a server that comprises memory means, 
receiving means, sorting means, setting means, creating means, and transmitting 
means. Furthemnore, the combination additionally teaches second memory means for 
storing job information and user information included in the job ticket received by the 
receiving means (Hansen saves documents and all of the associated tickets, column 
12, lines 24-26. Saving occurs on print server #11 6, Document Library #114, and on 
computer workstation #1 14 of Figure la. Additionally, user information is inherently 
saved and included in the job ticket, as evidenced by the use of the CIP3 fomiat in col 
12, In 31-32); and reading means for reading the job infomriation from the data obtained 
by reading via the scanner the finishing device job ticket printed by the printer (Ryan, fig 
5, virtual finishing job ticket reader (VFJTR) #701 for reading job segment identifiers, i.e. 
finishing device job ticket printed by the printer). 

The combination of Hansen and Ryan does not disclose expressly a system 
further comprising notifying means for calling the user infomnation stored in the second 
memory means based on the job information read by the reading means and notifying 
the client of job completion based on the user information. Jeyaohandran, however, 
teaches a printing system with notifying means for calling the user information stored in 
the second memory means based on the job information read by the reading means 
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and notifying the client of job completion based on the user information (Jeyachandran, 
scanner reads in job and job information, transmits data to printer to be printed, and 
once printing is completed, notifies user that instructed job was performed based on 
information stored in memory, column 21, lines 7-15 and column 20, lines 46-52). 

Ryan, Hansen, and Jeyachandran are combinable because they are from a 
similar field of endeavor of job ticket based printing systems. At the time of the 
invention, it would have been obvious to a person of ordinary skill in the art to combine 
the notifying means of Jeyachandran with the printing system of Ryan and Hansen 
comprising a server that comprises memory means, receiving means, sorting means, 
setting means, creating means, transmitting means, a second memory, and reading 
means. The motivation for doing so would have been to alert the user when the print 
job is done, thereby freeing the user from having to check for a competed print job when 
there may be not there. Therefore, it would have been obvious to combine 
Jeyachandran with the combination of Ryan and Hansen to obtain the invention as 
specified in claim 3. 

Claim 6 recites identical features as claim 3 except claim 6 is an apparatus claim. 
Thus, arguments similar to that presented above for claim 3 are equally applicable to 
claim 6. 

Claim 9 recites identical features as claim 3 except claim 9 is a computer 
readable medium claim. Thus, arguments similar to that presented above for claim 3 
are equally applicable to claim 9. 
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Claim 12 recites similar features as claim 3 except claim 12 is broader in the 
scope of the claim. Thus, arguments similar to that presented above for claim 3 are 
equally applicable to claim 12. 

Claim 15 recites similar features as claim 3 except claim 15 is broader in the 
scope of the claim. Thus, arguments similar to that presented above for claim 3 are 
equally applicable to claim 15. 

Response to Arguments 

Applicant's arguments, see the Pre-Appeal Request for Review, filed May 8, 
2006, with respect to the rejection(s) of claim(s) 1, 2, 4, 5, 7, and 8 under 35 U.S.C. 
102e and with respect to claims 3. 6, and 9-15 under 35 U.S.C. 103a have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Ryan et al. (US 7061636), Hansen (US 6509974) and Jeyachandran et al. (US 
6567176). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Robinson et al. reference (US 20020080402) is cited for 
teaching a printing system and method using job tickets for printing and finishing 
operations. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dillon J. Murphy whose telephone number is (571) 272- 
5945. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kimberly Williams can be reached on (571) 272-7471. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomriation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



273-8300. 




KIMBERLY WILLIAMS 
SUPERVISORY PATENT EXAMINER 



